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DETAILED ACTION 

Responsive to Unsigned Declaration has been received/acknowledged and entered as paper no. 3. 
Pre- Amendment filed on 1/24/01 have been received and entered as paper no, 4. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 12 recites the limitation "cover original" in page 45, lines 3-5. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-56 are rejected under 35 U.S.C. 102(e) as being anticipated by Lopresti et al 
(U.S. 5754308). 

Regarding claim 1, Lopresti discloses a digital integrated apparatus (digital photocopier, 
col. 3, lines 50-67) capable of storing (stores via storage medium within photocopier, col. 2, lines 
17-22, col. 7, lines 4-55 and col. 8, lines 5-13) storing documentary image data corresponding to 
some specific document input from a facsimile receiving means (digital photocopier includes 
facsimile function, fig. 3) as a documentary image input means, by attaching document ID 
(DocID software incorporated within the digital photocopier for encoding and assigning ID 
mark, col. 2, lines 48-67 and col. 8, lines 35-4) identifying the documentary image data in at least 
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one kind of storing means controlling attribute information containing that document ID with 
document management means (manages via control panel, fig. 3), and outputting specified 
documentary image from output means based on said document ID as required, comprising: 

(1) a document ID encoding means (DocID software incorporated within the digital photocopier 
for encoding ID mark, col 2, lines 48-67 and col. 8, lines 35-48) for generating document ID 
mark corresponding to said document ID when storing documentary image data corresponding to 
said specific document in said storing means; 

(2) a pattern synthesizing means (encrypting means for embedding ID mark onto the printed 
document, ref 37, fig. 2, col. 2, lines 31-67) for synthesizing document ID mark produced by 
said document ID encoding means and documentary image data corresponding to said specific 
document; said 

(3) output means (printing means for printing document with ID mark, ref #37, fig. 2, col. 2, 
lines 3 1-37) for outputting documentary image with document ID mark generated by said pattern 
synthesizing means, while storing it in said storing means, and said 

(4) document management means for automatically storing (automatically saves a digital 
representation of document, col. 2, lines 17-22) documentary image received by said facsimile 
receiving means. 

Regarding claim 2, Lopresti discloses a digital integrated apparatus (digital photocopier, 
col. 3, lines 50-67) capable of storing documentary image data corresponding to some specific 
document input from at least one kind of documentary image input means (scanner, col. 4, lines 
1-5) by attaching document ID identifying (assigning document with ID mark, fig. 2, col. 7, lines 
35-55 and col. 8, lines 1-15) the documentary image data in at least one kind of storing means 
(stores via storage medium within photocopier, col. 2, lines 17-22, col. 7, lines 4-55 and col. 8, 
lines 5-13) controlling attribute information (i.e. document parameters, col. 8, lines 14-47) 
containing that document ID with document management means, and outputting specified 
documentary image from output means based on said document ID as required, comprising: 
(1) a document ID encoding means (DocID software for encoding ID mark, col. 2, lines 48-67 
and col. 8, lines 35-48) for generating document ID mark corresponding to said document ID 
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when storing documentary image data corresponding to said specific document in said storing 
means; 

(2) a pattern synthesizing means (encrypting means for embedding ID mark onto the printed 
document, ref. 37, fig. 2, col. 2, lines 31-67) for synthesizing document ID mark produced by 
said document ID encoding means and documentary image data corresponding to said specific 
document, and 

(3) said output means (printing means for printing document with ID mark, ref #37, fig. 2, col. 
2, lines 31-37) for outputting documentary image with document ID mark generated by said 
pattern synthesizing means, while storing it in said storing means, wherein said documentary 
image includes only the attribute information of said specific document. 

Regarding claim 3, Lopresti fiirther discloses a digital integrated apparatus as defined in 
claim 1, wherein all pages (col, 6, lines 10-25) of said specific document are output together with 
said documentary image with document ID mark. 

Regarding claim 4, Lopresti further discloses a digital integrated apparatus capable of 
storing documentary image data corresponding to some specific document input fi*om at least 
one kind of documentary image input means by attaching document ID identifying the 
documentary image data in at least one kind of storing means controlling attribute information 
containing that document ID with document management means, and outputting specified 
documentary image from output means based on said document ID as required, comprising: 

(1) a document ID encoding means (DocID software for encoding ID mark, col. 2, lines 48-67 
and col. 8, lines 35-48) for generating document ID mark corresponding to said document ID 
when storing documentary image data corresponding to said specific document in said storing 
means; 

(2) a pattern synthesizing means (encrypting means for embedding ID mark onto the printed 
document, ref 37, fig. 2, col. 2, lines 31-67) for synthesizing document ID mark produced by 
said document ID encoding means and documentary image data corresponding to said specific 
document; and said 
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(3) output means (printing means for printing document with ID mark, ref. #37, fig. 2, col. 2, 
lines 31-37) for outputting documentary image with document ID mark generated by said pattern 
synthesizing means, wherein only said documentary image with document ID mark is output. 

Regarding claim 5, Lopresti further discloses a digital integrated apparatus as defined in 
claim 4, wherein said documentary image input means is an image reading means (scanner, col. 
4, lines 1-5). 

Regarding claim 6, Lopresti further discloses a digital integrated apparatus as defined in 
claim 4, wherein said documentary image input means is a facsimile receiving means (fig. 4, col. 
4, lines 1-13). 

Regarding claim 7, Lopresti further discloses a digital integrated apparatus as defined in 
claim 4, wherein said documentary image input means is a facsimile transmitting means (fig. 4, 
col 4, lines 1-13). 

Regarding claim 8, Lopresti further discloses a digital integrated apparatus as defined in 
claim 3, wherein said documentary image input means is a printed image receiving means from a 
computer (fig. 4, col. 8, lines 1-13). 

Regarding claims 9-10, Lopresti further discloses a digital integrated apparatus capable of 
storing documentary image data corresponding to some specific document input from at least 
one kind of documentary image input means by attaching document ID identifying the 
documentary image data in at least one kind of storing means controlling attribute information 
containing that document ID with document management means, and outputting specified 
documentary image from output means based on said document ID as required, comprising: 
(1) an image reading means (scanner, col. 4, lines 1-5) as said document image input means, a 
document ID encoding means (DocID software for encoding ID mark, col. 2, hues 48-67 and 
col. 8, lines 35-48) for generating document ID mark corresponding to said document ID when 
storing documentary image data corresponding to said specific document in said storing means; 
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(2) a pattern synthesizing means (encrypting means for embedding ID mark onto the printed 
document, ref. 37, fig. 2, col. 2, lines 31-67) for synthesizing document ID mark produced by 
said document ID encoding means and documentary image data corresponding to said specific 
document, said 

(3) output means (printing means for printing document with ID mark, ref #37, fig. 2, col. 2, 
lines 31-37) for outputting documentary image with document ID mark generated by said pattern 
synthesizing means, and said 

(4) document management means (DocID software, col. 8, lines 35-65) for instructing output 
from said image reading means to be input directly in the pattern synthesizing means and a 
documentary image corresponding to said specific document to be printed out form the output 
means. 

Regarding claims 11-13, Lopresti further discloses a digital integrated apparatus as 
defined in any one of claims 2, 4, or 9, wherein said document ID encoding means outputs 
document ID mark and position information including a form size and layout position to the 
pattern synthesizing means, and wherein said pattern synthesizing means determines a position 
of the document ID mark based on said position information (DocID comprising layout and input 
parameters, col 6, lines 60-67 and col. 8, hnes 14-34). 

Regarding claim 14, Lopresti further discloses a digital integrated apparatus capable of 
storing documentary image data corresponding to some specific document input from at least 
one kind of documentary image input means by attaching document ID identifying the 
documentary image data in at least one kind of storing means controlling attribute information 
containing that document ID with document management means, and outputting specified 
documentary image from output means based on said document ID as required, comprising: 
(1) a document ID encoding means (DocID software for encoding ID mark, col. 2, lines 48-67 
and col. 8, lines 35-48) for generating document ID mark corresponding to said document ID 
when storing documentary image data corresponding to said specific document in said storing 
means; 



Application/Control Number: 09/768,213 
Art Unit: 2624 



Page 7 



(2) a pattern synthesizing means (encrypting means for embedding ID mark onto the printed 
document, ref. 37, fig. 2, col. 2, lines 31-67) for synthesizing document ID mark produced by 
said document ID encoding means and documentary image data corresponding to said specific 
document, said 

(3) output means (printing means for printing document with ID mark, ref #37, fig. 2, col 2, 
lines 31-37) for outputting documentary image with document ID mark generated by said pattem 
synthesizing means, while storing it in said storing means, and 

(4) a dialogue type operating means (DocID software for encoding ID mark, col. 2, lines 48-67 
and col. 8, lines 35-48) capable of judging whether or not to add a documentary ID mark to the 
documentary image output from said output means. 

Regarding claim 15, Lopresti further discloses a digital integrated apparatus capable of 
storing documentary image data corresponding to some specific document input from at least 
one kind of documentary image input means by attaching document ID identifying the 
documentary image data in at least one kind of storing means controlling attribute information 
containing that document ID with document management means, and outputting documentary 
image specified based on said document ID, by adding document ID mark corresponding to said 
document ID, from output means as required, comprising: 

(1) a documentary image reading means (col. 4, Hnes 29-50) for reading ID mark printed on said 
documentary image with document ID mark; 

(2) a document ID decoding means (decoding means, fig. 5) for decoding the read document ID 
mark into document ID, and; 

(3) said document management means (control panel, fig. 3) for specifying, for the purpose of 
some specific processing, documentary image corresponding to either the document ID obtained 
from document ID decoding means (fig. 5) or the document ID input in character string directly 
from an input/output device, based on the selection a user makes with the input/output device 
between document ID mark input or character string input. 
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Regarding claim 16, Lopresti further discloses a digital integrated apparatus as defined in 
claim 15, wherein said specific processing is take-out of document by the output means (i.e. 
facsimile apparatus, fig. 4). 

Regarding claim 17, Lopresti further discloses a digital integrated apparatus as defined in 
claim 16, comprising a document ID mark encoding means for generating document ID mark 
based on said document ID to the documentary image taken out as a result of said take-out of 
document, and a pattem synthesizing means for combining said generated document ID mark 
and the target documentary image and transferring it to the output means (figs. 4-5). 

Regarding claim 18, Lopresti further discloses a digital integrated apparatus as defined in 
claim 17, wherein said document ID encoding means outputs document ID mark and position 
information including a form size layout position (layout parameters, col. 6, lines 50-67) to the 
pattem synthesizing means, and wherein said pattern synthesizing means determines a position 
of the document ID mark based on said position information. 

Regarding claim 19, Lopresti further discloses a digital integrated apparatus as defined in 
claim 15, wherein said specific processing is copying or moving of target documentary image 
data from specific type of storing means to other specific type of storing means (via network, fig. 
4). 

Regarding claim 20, Lopresti further discloses a digital integrated apparatus as defined in 
claim 15, comprising said document management means for transmitting to at least said 
input/output device, upon receipt of document ID corresponding to some specific document, a 
plural number of attribute information mutually linked to said specific document, in the case 
where said document management means controls the link information indicating that specific 
documentary image and other documentary image are related to each other in contents, and said 
input/output device for displaying the attribute information obtained from said document 
management means to the user for selection so that the user may select the target documentary 
image (fig. 3, cols. 5-6). 
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Regarding claims 21-24, Lopresti further discloses a digital integrated apparatus as 
defined in claim 15, wherein said specific processing is combination for mutually combining a 
plural number of documentary image data by the document management means (i.e. archive 
server, fig. 2, cols. 5-8). 

Regarding claim 25, Lopresti further discloses a digital integrated apparatus as defined in 
claim 15, comprising a facsimile receiving means as said documentary image input means, and a 
facsimile transmitting means as output means, said document ID decoding means decoding the 
document ID mark attached to the documentary image received from the facsimile, and the 
document management means outputting image data corresponding to specific document, based 
on the document ID obtained as a result of said decoding, to a facsimile in a distant place 
through said facsimile transmitting means (figs. 4-5). 

Regarding claim 26, Lopresti further discloses a digital integrated apparatus as defined in 
claim 25, comprising said document ID encoding means for generating a second document ID 
mark in a readable size (fig. 2) by reading a first document ID attached to the documentary 
image received fi'om the facsimile according to the user's instruction fi'om the output/input 
device, and a pattem synthesizing means for combining the generated second document ID mark 
with the target documentary image and transferring them to the output means (fig. 4-5). 

Regarding claim 27, Lopresti further discloses a digital integrated apparatus as defined in 
claim 26, comprising said document ID encoding means for generating document ID mark 
corresponding to the document ID including password (col 8, lines 13-35) input according to the 
user's instruction from the input/output device. 

Regarding claim 28, Lopresti further discloses a digital integrated apparatus as defined in 
claim 26, comprising an input/output device capable of setting the number of output copies (fig. 
3) for all pages of documentary image with document ID mark corresponding to specific 
documentary image and/or documentary image. 
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Regarding claims 29-56 recite limitations that are similar and in the same scope of 
invention as to those in claims 1-28 above and combination thereof; therefore, claims 29-56 are 
rejected for the same rejection rationale/basis as described in claims 1-28. 



disclosure. 

(1) U.S. 6035308 to Yano et al, discloses a printed document comprising a barcode (fig. 2) for 
encoding information Hnking to the digital representation of the original documents. 

6. Any inquiry concerning this communication or earher communications from the 
examiner should be directed to Thierry L Pham whose telephone number is (703) 305-1897. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (703)308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubKshed 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



5, 



The prior art made of record and not relied upon is considered pertinent to applicant's 



Thierry L. Pham 




